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DETAILED ACTION 

1 . This Action is in response to Application Number 09/894,108 received on 04 
October 2005. 

2. Claims 1-7, and 8-48 are presented for examination. 

3. The prosecution for this Case has been transferred to another Examiner. 

Response to Arguments 

Applicant's arguments with respect to claims 1-47 have been considered but are 
moot in view of the new ground(s) of rejection. 

Applicant's arguments include the failure of previously applied art to disclose, 
"that after expiration of the subscription period, access to the subscription is not 
terminated but just provided at a level of service that is lower than the pre-expiration 
level of service" [see Applicant's Response, page 12, paragraph 4]. 

As shown in the present rejection Drosset disclosed a method and system for a 
subscriber based service over a communication network in which users are set up with 
a payment schedule by credit card (Drosset, col. 15, lines 19-20), where the website 
submits a request to debit the account by the schedule chosen (Drosset, col. 15, lines 
27-29) and the account may be downgraded to nonpaying membership through 
invalidation of the payment information i.e. expired or invalid credit card (Drosset, col. 
15, lines 47-51) and the user is denied the privileges afforded to paying users (Drosset, 
col. 15, lines 51-52). 

In other words, the teachings of Drosset allow a set schedule for payment by 
credit card, and if such instances occur at the time payment is due (i.e. expired or 



Application/Control Number: 09/894,108 Page 3 

Art Unit: 2143 

invalid credit card) the payment date has expired and the membership is downgraded to 
a non-paying membership. The account is not terminated, but rather just downgraded 
until the customer has made payment. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 3-5, 13-15, 36, 37, and 44 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

The term "gradually" in claims 3-5, 13-15, 36, 37, and 44 is a relative term which 
renders the claim indefinite. The term "gradually" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. Examiner was unable to locate a definition for the term "gradually" in the 
instant specification. The term as it appears in claim 3, is further limited in claim 4, 
meaning "incrementally". Examiner will use this definition for all claims that recite the 
term. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1, 3, 4, 33, and 48 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Drosset et al. (U.S. 6,662,231). 

4. Drosset disclosed a method and system for a subscriber based service over a 
communication network in which users are set up with a payment schedule by credit 
card (Drosset, col. 15, lines 19-20), where the website submits a request to debit the 
account by the schedule chosen (Drosset, col. 15, lines 27-29) and the account may be 
downgraded to nonpaying membership through invalidation of the payment information 
i.e. expired or invalid credit card (Drosset, col. 15, lines 47-51) and the user is denied 
the privileges afforded to paying users (Drosset, col. 15, lines 51-52). 

Therefore, regarding claims 1, 33, and 48, Drosset disclosed a method to be 
executed by one or more processors for managing subscriber access to online 
subscription content comprising: 

(a) providing the subscriber with access to the online subscription service at a 
first level of service during a subscription period (Drosset, col. 15, line 14, Drosset 
disclosed a user provided with a paying membership). 
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(b) after expiration of the subscription period, providing the subscriber with 
access to the online subscription service at a level of service that is lower than the first 
level of service without terminating the access (Drosset, col. 15, lines 21-23, 45-65, 
Drosset disclosed that if payment is not received on the scheduled payment date then 
the users membership is downgraded to a non-paying membership). 

Claims 33 and 48 include a computer program product with limitations that are 
substantially similar to those of claim 1 . 

Therefore claims 29, 33, and 48 are rejected under the same rationale as claim 1 as 
being substantially similar. 

5. Regarding claim 2, Drosset disclosed the limitations substantially as claimed, as 
described in claim 1, including wherein the level of service is determined by a service 
parameter selected from download rate, portion of subscription content accessible, 
access to member-only features, color formatting, sound and combinations thereof 
(Drosset, col. 15, lines 47-65). 

6. Regarding claims 3-5, Drosset disclosed the limitations, substantially as claimed, 
as described in claim 2, including gradually reducing the level of service during the post- 
expiration period (Drosset, col. 15, lines45-55, Drosset disclosed incrementally reducing 
the level of service once), and notifying the user of any problems existing with their 
account (Drosset, col. 15, lines 29-58). 
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7. Regarding claim 6, Drosset disclosed the limitations, substantially as claimed, as 
described in claim 1 , including allowing customers to renew their subscription at the 
paying membership level (Drosset, col. 15, lines 40-67). 

8. Regarding claim 7, Drosset disclosed the limitations, substantially as claimed, as 
described in claim 6. Claim 7 is a reiteration of steps performed in claims 1 and 6, and 
is therefore rejected under the same rationale. 

9. Regarding claim 9, Drosset disclosed the limitations, substantially as claimed, as 
described in claim 1 , including notifying the customer of problems that need to be fixed 
for subscription renewal (Drosset, col. 15, lines 29-35). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Drosset. 
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10. Regarding claim 10, Drosset disclosed the limitations, substantially as claimed, 
as described in claim 1 . Drosset did not explicitly state terminating subscriber access to 
the online subscription service after a specified post expiration period. Examiner takes 
Official Notice (see MPEP § 2144.03) that terminating a subscription service after an 
expiration date in a subscription providing system was well known in the art at the time 
the invention was made. The Applicant is entitled to traverse any/all official notice taken 
in this action according to MPEP § 2144.03, namely, "if applicant traverses such an 
assertion, the examiner should cite a reference in support of his or her position". 
However, MPEP § 2144.03 further states "See also In re Boon, 439 F.2d 724, 169 
USPQ 231 (CCPA 1971) (a challenge to the taking of judicial notice must contain 
adequate information or argument to create on its face a reasonable doubt regarding 
the circumstances justifying the judicial notice)." Specifically, In re Boon, 169 USPQ 
231, 234 states "as we held in Ahlert, an applicant must be given the opportunity to 
challenge either the correctness of the fact asserted or the notoriety or repute of the 
reference cited in support of the assertion. We did not mean to imply by this statement 
that a bald challenge, with nothing more, would be all that was needed". Further note 
that 37 CFR § 1.671(c)(3) states "Judicial notice means official notice". Thus, a 
traversal by the Applicant that is merely "a bald challenge, with nothing more" will be 
given very little weight. See Nye (U.S. 2003/0028548), page 4, 48. 

Claims 11, 13-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Drosset in view of Nye (U.S. 2003/0028548). 
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1 1 . Regarding claim 1 1 , Drosset disclosed the limitations, substantially as claimed, 
as described in claim 1 . Drosset did not explicitly state wherein the subscriber is a 
potential new subscriber and wherein the subscription period is a trial subscription 
period. 

However, in the same field of endeavor, Nye disclosed, in a subscription 
environment, various states of customer subscriptions, including free trial subscriptions 
(Nye, H 46). 

Thus it would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to include Nye's teaching of various states of customers' 
subscriptions with Drosset to not only provide specific promotions and offers (Nye, H 
44), but also to efficiently be able to determine the customer's state transitions from one 
state to another (Nye, 45). 

Regarding claims 13-15, Drosset and Nye disclosed the limitations substantially as 
claimed as described in claims 1 and 1 1 , and are therefore rejected under the same 
rationale. 

12. Regarding claim 12, Drosset and Nye disclosed the limitations substantially as 
claimed, as described in claim 11, including wherein the level of service is determined 
by a service parameter selected from download rate, portion of subscription content 
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accessible, access to member-only features, color formatting, sound and combinations 
thereof (Drosset, col. 15, lines 47-65). 

Claims 21, 29, and 46 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Drosset in view of Davis et al. (U.S. Pub. 2002/0040395). 

13. Regarding claims 21, 29, and 46 Drosset disclosed a system with limitations that 
are substantially similar to those of claim 1 , further including managing a subscriber's 
account through the use of a subscription service, subscription database, and a non- 
renewal database (Drosset, col. 2, lines 40-45). 

Drosset did not explicitly disclose that the database contains post expiration 
access frequency. 

However, in the same field of endeavor, Davis teaches a system for online 
subscription service (Davis, 32), which includes a database for recording client's 
activities, including frequency of accessing data from online provider (Davis, U 9). Thus 
it would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to include Davis 's idea of tracking user's frequency of accessing online 
provider and commercialize targeting the particular user with Drosset for determining 
users' behavior after subscription period has expired. Because in doing so, the system 
of Drosset would be able to accurately predict whether the particular subscribers would 
be interested in or could be induced to renew subscription. 
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14. Regarding claim 22, Drosset and Davis disclosed the limitations substantially as 
claimed, as described in claim 21 , including wherein the level of service is determined 
by a service parameter selected from download rate, portion of subscription content 
accessible, access to member-only features, color formatting, sound and combinations 
thereof (Drosset, col. 15, lines 47-65). 

Claims 16-20, 23, 24-28, 30-32, 34-45, and 47 include limitations substantially similar to 
the limitations of claims 1-15,21,22, 29, 33, 46, and 48, and are therefore rejected under 
the same rationale as being substantially similar. 

Conclusion 

Examiner's Note: Examiner has cited particular columns and line numbers in 
the references applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and are 
applied to specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant in preparing 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the Examiner. 

In the case of amending the claimed invention, Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the structure 
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relied on for proper interpretation and also to verify and ascertain the metes and bounds 
of the claimed invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to J. Bret Dennison whose telephone number is (571) 272- 
3910. The examiner can normally be reached on M-F 8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A Wiley can be reached on (571 ) 272-3923. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




J. B. D. 

Patent Examiner 
Art Unit 2143 




